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DETAILED ACTION 
Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 18-20 are rejected under 35 U.S.C. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. It is unclear from the recitation in the claims if the 

contacts are mechanical or electrical or perhaps both. Clarification is required. The 

examiner has assumed the first, second, third and forth contacts are electrical contacts. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim 8 is rejected under 35 U.S.C. 102(b) as being anticipated by Yates et al. 
(5,688,270). Yates et al. disclose an ablation device, comprising: 

a first jaw (Figure 23, # 535) including a first electrode (552); 

a second jaw (532) having a proximal end and including a second electrode 
(528), the second jaw operatively associated with the first jaw and opposing the first 
jaw; 



Application/Control Number: 10/721,303 Page 3 

Art Unit: 3739 

an actuation mechanism (Figure 1 with 12, 14 and 59) releasably coupled to the 
proximal end of the second jaw; 

a first actuation member (12) responsive to the actuation mechanism, and 
extending from the proximal end of the second jaw for causing a clamping movement of 
the first and second jaws; and 

an electrical supply line (Figure 5, # 59c) responsive to the actuation mechanism 
(59), and extending from the proximal end of the second jaw for electrically energizing 
the first and second electrodes (col. 5, line 21 -col. 7, line 62 and col. 10, line 40-coL 11, 
line 10). 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 21-23 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Mollenauer (6,821,273). Mollenauer discloses a combined dissecting, cauterizing and 
stapling device with a stapler head comprising all elements claimed (Figures 1 and 10- 
12, col. 2, lines 28-col. 3, line 65 and col. 5, lines 19-45 and col. 7, line 62-col. 8, line 



10). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 8, 11-14, 16-17 and 25-27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mollenauer. 

As to claims 8, Mollenauer discloses an ablation device (capable of ablation 
because a tissue temperature of 100 degrees C is disclosed) comprising a first jaw 
(Figure 16, # 2) including a first electrode (91); 

a second jaw (3) having a proximal end and including a second electrode (90), 
the second jaw operatively associated with the first jaw and opposing the first jaw; 

an actuation mechanism (Figure 1 , #s 5 and 10 and a switch for the electrical 
current) releasably coupled to the proximal end of the second jaw; 

a first actuation member (5) responsive to the actuation mechanism, and 
extending from the proximal end of the second jaw for causing a clamping movement of 
the first and second jaws; and 

an electrical supply line responsive to the actuation mechanism (switch), and 
extending from the proximal end of the second jaw for electrically energizing the first 
and second electrodes (Figures 1 and 10-12, col. 2, lines 28-coL 3, line 65 and col. 5, 
lines 19-45 and col. 7, line 62-col. 8, line 10). 
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As to claims 11-14 and 16-17, Mollenauer discloses a clamping ablation head 
comprising all elements as claimed (Figures 1 and 10-12, col. 2, lines 28-col. 3, line 65 
and col. 5, lines 19-45 and col. 7, line 62-col. 8, line 10) with the exception of an 
electrode holder that is removably receivable by one of the first or second jaws. 
However, the examiner maintains this would have been an obvious design choice as 
supported by case law: the separation of elements, where removability would be 
desirable, is a design consideration within the skill of the art. In re Dulberg , 283 F.2d 
522, 129 USPQ 348 (CCPA 1961). 

As to claims 25-27, Mollenauer discloses a combined stapler and ablation head 
(capable of ablation because a tissue temperature of 100 degrees C is disclosed) 
comprising all elements as claimed (Figures 1 and 10-12, col. 2, lines 28-col. 3, line 65 
and col. 5, lines 19-45 and col. 7, line 62-col. 8, line 10) with the exception of an 
electrode holder that is removably receivable by one of the first or second jaws. 
However, the examiner maintains this would have been an obvious design choice as 
supported by case law: the separation of elements, where removability would be 
desirable, is a design consideration within the skill of the art. In re Dulberg , 283 F.2d 
522, 129 USPQ 348 (CCPA 1961). Further to claim 27, the electrode holder (Figure 1 1, 
# part of # 3) is provided as an overlay of the second jaw (col. 7, lines 8-61). 
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Allowable Subject Matter 

Claims 1-7, 28 and 29 are allowed. 

Claims 9-1 0, 1 5 and 24 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Claims 18-20 would be allowable if rewritten or amended to overcome the 
rejection(s) under 35 U.S.C. 112, 2nd paragraph, set forth in this Office action. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Baily (US 2005/0021026) discloses a device for grasping and Rf 
sealing of tissue; and Hooven et al. (6,517,536) disclose a transmural ablation device 
(see Figure 34-35 and col. 9, line 25-col. 10, line 67). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Roy D. Gibson whose telephone number is 571-272- 
4767. The examiner can normally be reached on M-F, 7:30 am-4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda Dvorak can be reached on 571-272-4764. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). f) / /? 



Roy D. Gibson 
Primary Examiner 
Art Unit 3739 
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